
ress Mail Label No. EV 475173663 US 
f Deposit: July 21, 2005 



Attorney Docket No. 25960-009 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



licant: 
No.: 

Confirmation No.: 

Filed: 

For: 

Examiner: 
Art Unit: 



Michael Ellenbogen et al. 

10/677,976 

9062 

October 2, 2003 

FOLDED ARRAY CT BAGGAGE SCANNER 

Jurie Yun 
2882 



Mail Stop PETITIONS 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

TRANSMITTAL LETTER 

Transmitted herewith for filing in the present application are the following documents: 



1 . Request for Clarification of Certain Comments in the Decision Dismissing the Rule 182 Petition 
and Conditional Petitions under 37 C.F.R. §1.78(a)(6) and 37 C.F.R. §1.183 to: (1) Accept an 
Unintentionally Delayed Claim for the Benefit of a Provisional Application; and (2) Waive the 
Requirement in Rule 78(a)(6)(iii) for a Statement that the Entire Delay in Making the Claim was 
Unintentional, signed by C. Eric Schulman, MINTZ, LEVIN, COHN, FERRIS, GLOVSKY and 
POPEO, P.C. (3 pages); 

2. Request for Clarification of Certain Comments in the Decision Dismissing the Rule 182 Petition 
and Conditional Petitions under 37 C.F.R. §1.78(a)(6) and 37 C.F.R. §1.183 to: (1) Accept an 
Unintentionally Delayed Claim for the Benefit of a Provisional Application; and (2) Waive the 
Requirement in Rule 78(a)(6)(iii) for a Statement that the Entire Delay in Making the Claim was 
Unintentional, signed by Richard F Guinta, WOLF, GREENFIELD & SACKS, P.C. (12 pages); 
and 

3 . Return Postcard 

Please charge any fee occasioned by this filing to Deposit Account No. 23/2825, Ref. No. 25960- 
009. A duplicate copy of this transmittal letter is enclosed herewith. 
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REQUEST FOR ENTRY AND CONSIDERATION OF THE ATTACHED: 

REQUEST FOR CLARIFICATION OF CERTAIN COMMENTS IN 
THE DECISION DISMISSING THE RULE 182 PETITION AND 
CONDITIONAL PETITIONS UNDER 37 C.F.R. §1.78(a)(6) AND 37 C.F.R. §1.183 TO: 
(1) ACCEPT AN UNINTENTIONALLY DELAYED CLAIM FOR THE BENEFIT OF A 
PROVISIONAL APPLICATION; AND (2) WAIVE THE REQUIREMENT IN RULE 
78(a)(6)(iii) FOR A STATEMENT THAT THE ENTIRE DELAY IN MAKING THE 

CLAIM WAS UNINTENTIONAL 

On January 12, 2005, Applicants filed two parallel sets of documents seeking to include 
in the present application a specific reference to provisional application serial no. 60/415,391 
("the '391 Provisional"), as required by 35 U.S.C. §1 19(e)(1) for this application to properly 
claim the benefit of the '391 Provisional. Specifically, one set of papers comprised a 
Supplemental Amendment seeking to amend the specification to include a specific reference to 
the '391 Provisional, and the other papers comprised a Petition under 37 C.F.R. §1.182 (the 
"Rule 182 petition") seeking: (1) the granting of Applicants' request for a corrected filing 
receipt; (2) the withdrawal of Applicants' prior request for cancellation of its benefit claim to the 
'391 Provisional ( made in remarks filed December 2, 2004); and (3) that the PTO take any 
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Serial No. 10/677,976 Art Unit 2882 

additional steps required to effectuate the withdrawal of Applicant's December 2, 2004 
cancellation request. 

On April 22, 2005, the Office of Petitions issued a decision (hereafter "the Decision") 
dismissing the Petition under 37 C.F.R. §1.182 as immaterial. Specifically, the Decision 
indicates that a Rule 182 petition is appropriate only when no other regulation addresses an 
issue, and that, since 37 C.F.R. § 1.78(a)(6) specifically relates to a petition to accept an 
unintentionally delayed claim under 35 U.S.C. §1 19(e) for the benefit of a prior filed provisional 
application, Rule 182 does not apply. (Decision, page 2). 

Ownership of the present application (U.S. Patent Application Serial No. 10/677,976) is 
the subject of pending litigation (hereinafter "the pending litigation") entitled L-3 
Communications Security and Detection Systems Corporation Delaware v. Reveal Imaging 
Technologies, Inc., Commonwealth of Massachusetts, Superior Court Department (BLS) of the 
Trial Court, Civil No. 03-05810-BLS1 (Justice van Gestel). In the pending litigation, L-3 
Communications Security and Detection Systems Corporation Delaware (now known as L-3 
Communications Security and Detection Systems, Inc. and hereinafter "L-3") 
alleges that it owns certain subject matter, including subject matter that is disclosed in the '391 
Provisional and the present application. 

Pending the outcome of the litigation, the Court ordered the assignee of record for the 
present application, Reveal Imaging Technologies, Inc. (hereinafter "Reveal"), to file the 
Supplemental Amendment and to take any steps required to effectuate the withdrawal of 
Reveal's attempt to cancel the priority claim to the '391 Provisional. A full copy of the Court's 
order is attached as Appendix I. The pertinent provisions of that Preliminary Injunction state: 

1 . Forthwith upon receipt of this Preliminary Injunction, the defendants, 

through their counsel, are ordered and directed to file with the United States 
Patent Office a Withdrawal of Request for Corrected Filing Receipt and the 
Supplemental Amendment substantially in the form of those attached to the 
Plaintiffs Motion to Order Defendants to Preserve Their Patent Application's 
Claim of Priority, (Paper #216); provided that such filing, in an appropriate place 
may contain language that makes it clear that the Reveal Parties are only 
submitting the withdrawal documents for the benefit of L-3 Delaware and not for 
its own interests. 
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2. The defendants, through their counsel, are further ordered and directed to 
take any steps required by the United States Patent Office to effectuate the 
foregoing withdrawal. 



L-3 has filed additional applications that claim priority through the present application 
back to the 6 391 Provisional. Thus, L-3 has represented to the Court in the Litigation that its 
rights may be irrevocably prejudiced if the specific reference to the '391 Provisional is not added 
in the present application to enable L-3 to claim priority through the present application back to 
the '391 Provisional. 

Applicants are submitting the attached paper at L-3's request in compliance with the 
Court's order that they "take any steps required by the United States Patent Office to effectuate 
the foregoing withdrawal" discussed above. As permitted by the Court's order, Applicants and 
Reveal, the assignee of record of the present application, wish to make clear that they are 
submitting this paper for the benefit of L-3 and not for their own interests. Applicants and 
Reveal also wish to make it clear that they are not granting Richard Giunta, or any other attorney 
or patent agent at the law firm of Wolf, Greenfield and Sacks, a power of attorney in the present 



application. 



Consideration of the attached paper is requested. 



Respectfully submitted, 




C. EriclSchulman, Esq., R%. No. 43,350 
Attorney^) for Applicants 



M1NTZ, LEVIN, COHN, FERRIS, 

GLOVSKY and POPEO, P.C. 
Address all written correspondence to 



Customer no.: 30623 

Tel: (617)542-6000 
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REQUEST FOR CLARIFICATION OF CERTAIN COMMENTS IN 
THE DECISION DISMISSING THE RULE 182 PETITION 

AND 

CONDITIONAL PETITIONS UNDER 37 C.F.R. §1.78(a)(6) AND 

37 C.F.R. §1.183 TO: 
(1) ACCEPT AN UNINTENTIONALLY DELAYED 
CLAIM FOR THE BENEFIT OF A PROVISIONAL APPLICATION; 

AND 

(2) WAIVE THE REQUIREMENT IN RULE 78(a)(6)(iii) FOR A STATEMENT 
THAT THE ENTIRE DELAY IN MAKING THE CLAIM WAS 

UNINTENTIONAL 



On January 12, 2005, Applicants filed two parallel sets of documents seeking to 
include in the present application a specific reference to provisional application serial no. 
60/415,391 ("the '391 Provisional"), as required by 35 U.S.C. §1 19(e)(1) for this 
application to properly claim the benefit of the '391 Provisional. Specifically, one set of 
papers comprised a Supplemental Amendment seeking to amend the specification to 
include a specific reference to the '391 Provisional, and the other papers comprised a 
Petition under 37 C.F.R. §1.182 seeking: (1) the granting of Applicants' request for a 
corrected filing receipt; (2) the withdrawal of Applicants' prior request for cancellation of 
its benefit claim to the '391 Provisional (this request was made in remarks filed 
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December 2, 2004); and (3) that the PTO take any additional steps required to effectuate 
the withdrawal of Applicants' December 2, 2004 cancellation request. 

On April 22, 2005, the Office of Petitions issued a decision (hereafter "the 
Decision") dismissing the Petition under 37 C.F.R. §1.182 as immaterial. Specifically, 
the Decision indicates that a Rule 182 petition is appropriate only when no other 
regulation addresses an issue, and that, since 37 C.F.R. § 1.78(a)(6) specifically relates to 
a petition to accept an unintentionally delayed claim under 35 U.S.C. §1 19(e) for the 
benefit of a prior filed provisional application, Rule 182 does not apply. (Decision, page 
2). 

No exception is taken with the finding of the Decision that the Rule 1 82 Petition 
was immaterial. However, in addition to making that finding, the Decision makes a 
number of other statements (that are respectfully believed to be dicta) suggesting that a 
Rule 78 Petition is necessary to have the specific reference to the '391 Provisional added 
to the application. For example, the Decision indicates that unless and until a petition 
under Rule 1.78(a)(6) is granted, Applicants "continue to have waived any §1 19(e) 
benefit of the provisional application in this application." (Decision, page 2). 

This is respectfully believed to be incorrect, as a petition under Rule 1.78(a)(6) is 
not needed for reasons detailed below. Applicants are concurrently filing a paper entitled 
"REQUEST FOR CONFIRMATION OF ENTRY OF THE SUPPLEMENTAL 
AMENDMENT FILED JANUARY 12, 2005 AND COMMENTS ON THE DECISION 
OF APRIL 22, 2005 DISMISSING APPLICANTS PETITION UNDER 37 C.F.R. 
§1.182" (hereafter the "Request"), wherein arguments are presented to the examiner 
advocating that the Supplemental Amendment be entered because no Rule 78(a)(6) 
petition is required. However, there is a concern that the examiner will feel constrained 
by the comments in the Decision that such a petition is necessary, and will therefore 
refuse entry of the Supplemental Amendment. Therefore, it is hereby requested that the 
Office of Petitions reconsider the statements made in the Decision to the effect that a 
Rule 78(a)(6) petition is required to include the specific reference to the '391 Provisional, 
and clarify its views as to why the express statements in MPEP §201 .1 1(III)(D) that a 
Rule 78(a)(6) petition is not required do not control, to provide the examiner with the 
appropriate guidance. 
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In addition, Applicants are filing petitions herein conditioned on a finding by the 
PTO that a petition under Rule 78(a)(6) is necessary to include the specific reference to 
the '391 Provisional. 



I. Request for Clarification Of Statements In The Decision 

A. The Facts Of This Case Fall Squarelly Under MPEP §201 .1 1(III)(D) 

Which Specifically States That Where A Benefit Claim Was Included 
In The Inventor's Declaration And Acknowledged On The Filing 
Receipt (As Is The Case Here) No Petition Under Rule 1.78(a) Is 
Required To Add The Cross-Reference Into The Specification 



Because a benefit claim to the ' 391 Provisional was included in an earlier-filed 

inventors' declaration submitted in this application within four months of filing and was 

recognized on the filing receipt of the application, all that is required to correct the 

benefit claim is an amendment to the specification to include a specific reference to the 

'391 Provisional. Neither a petition under 37 CFR 1.78(a) nor the surcharge under 37 

C.F.R. 1.1 7(t) is required: 

If an applicant includes a benefit claim in the application but not in the 
manner specified by 37 CFR 1.78(a) (e.g., if the claim is included in an 
oath or declaration or the application transmittal letter) within the time 
period set forth in 37 CFR 1.78(a), the Office will not require a petition 
under 37 CFR 1 .78(a) and the surcharge under 37 CFR 1 .17(t) to correct 
the claim if the information concerning the claim was recognized by the 
Office as shown by its inclusion on the filing receipt. MPEP 
§201.1 1(III)(D). 

Thus, the Supplemental Amendment should be entered and no petition under Rule 
1.78(a) is required. 



B. Nothing In The Decision Dismissing The Rule 182 Petition Is 
Inconsistent With the Position Described Above 



The Decision relates exclusively to the relief requested in Applicants' 
Petition under Rule 182. No exception is taken to the Decision's finding that any 
petitionable issues relating to the priority claim that might arise are governed by 
Rule 1.78(a)(6). 
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However, the Decision states that Rule 1.78(a)(6) governs the 
circumstances of this case, and that unless and until a petition thereunder is 
granted, any benefit claim to the '391 Provisional has been waived. (Decision, 
page 2). It is respectfully asserted that this is incorrect. The Decision does not 
analyze MPEP §201.1 1(III)(D) or provide any explanation as to why the express 
statement in that MPEP section that no petition under Rule 1.78(a) is needed is 
not controlling. It is respectfully asserted that §201 .1 1(III)(D) is controlling, and 
the Office of Petitions is requested to clarify for the examiner that nothing in the 
Decision should be considered as requiring a Rule 78(a)(6) petition or precluding 
entry of the Supplemental Amendment. 

C. The Policy Reasons Underlying The Statutory And Regulatory 

Requirements For A Prompt Making Of the Priority Claim Are Not 
Implicated By This Case Because Any Delay Had No Impact On 
The Publication Of The Application 

Prior to the American Inventors Protection Act (AIPA) of 1999, there was 
no time restriction on when applicants might make a priority claim in an 
application. It could be done at any time. However, after the AIPA, Rule 1.78 
was amended to provide a time period and a mechanism for accepting a belated 
claim. (Decision, page 2). This time period was added because the AIPA 
provided, for the first time, the publication of patent applications pending in the 
United States, with the publication date being triggered from the earliest priority 
date. Thus, the purpose for the time limit was to ensure that a priority claim was 
made with sufficient promptness to ensure that the PTO could publish the 
application about eighteen months from the priority date, and to ensure that 
applicants could not manipulate (i.e., by delaying) the publication by belatedly 
adding a priority claim. 

Here, the priority claim was made in the inventors' declaration as filed and 
was acknowledged on the filing receipt, so that the present application was 
published on June 24, 2004, with the publication date triggered by the October 2, 
2002 filing date of the '391 Provisional rather than the October 2, 2003 filing date 
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of the present application. Thus, the policy reasons for the prohibition against 
belatedly adding a priority claim are simply not implicated here. 

MPEP §201.1 1(III)(D) makes this policy clear - even if not explicitly 
stated. Specifically, it is the recognition of the priority claim by the PTO on the 
filing receipt that is the critical factor, as this recognition ensures that the PTO's 
publication schedule runs from the date of the provisional. Thus, pursuant to 
MPEP §201.1 1(III)(D), it is not the inclusion of the priority claim elsewhere in 
the application that is controlling on the point of making a Rule 78(a)(6) petition 
unnecessary, but the recognition of the priority claim on the filing receipt. 

D. The Waiver Issue Under MPEP §201.11 (III)(G) Raised In The Decision 
Does Not Apply To The Supplemental Amendment Because A Petition 
Under Rule 1 .78(a) Is Not Required And Because The Applicants Did Not 
Take Either Of The Actions That That MPEP Section Specifies As 
Triggering A Waiver 

The Decision indicates that if Applicants file a petition under Rule 1.78(a)(6), 
Applicants should address whether the provision of MPEP §201.1 1(III)(G) discussing 
waiver of a benefit claim applies because of Applicants' alleged cancellation of the 
priority claim in the remarks filed on December 2, 2004. 

The waiver issue discussed in §201.1 1(III)(G) applies only to situations under 
which a petition under Rule 1.78(a)(6) is required, with the waiver issue being pertinent 
to whether the applicant can make the statement required for a Rule 78 petition that the 
delay was unintentional. As discussed above, the present case is governed by a different 
section of the MPEP, i.e., §201.1 1(III)(D), under which no Rule 78 petition including 
such a statement is even required, so that the waiver issue raised under MPEP 
§201.1 1(III)(G) is simply not applicable. 

Furthermore, as is explained in the section II(iii)(A) below, MPEP 
§201.1 1(III)(G) is explicit in defining the actions that an applicant must take to cancel or 
delete a priority claim (i.e., amending the specification or submitting a new application 
data sheet to delete a reference to the prior application), and neither of those actions was 
taken here. Since Applicants did not cancel a priority claim in the manner specified in 
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MPEP §201.1 1(III)(G), no waiver issue under that provision is raised for this additional 
reason. 

II. The Conditional Petition Under Rule 78(ay6) 

If it is determined that a Rule 78(a)(6) petition is required, Applicants hereby 
petition under that rule for acceptance of the priority claim to the '391 Provisional. 

The requirements for a petition under Rule 78(a)(6) are met, as outlined below. 

i. The Reference Required By 35 U.S.C. $1 19(e) 

This application claims the benefit under 35 U.S.C. §1 19(e), of the filing date of 
U.S. provisional application serial no. 60/415,391 entitled "BAGGAGE INSPECTION 
SYSTEM " filed October 2, 2002. An amendment filed on January 12, 2005 is pending 
to include the above-referenced specific reference to the '391 Provisional application in 
the specification. 

ii. The Surcharge Set Forth In 37 C.F.R. § 1.17(f) 

Please charge the fee(s) for this petition to Deposit Account No. 23/2825. 

iii. The Requirement For A Statement That The Entire Delay Between The 
Date The Claim Was Due And The Date It Was Filed Was Unintentional 

A. The Applicants Have Not Waived The Right 

To The Benefit Claim Under MPEP §201.1 lOTOfG) 

MPEP §201.1 1(III)(G) indicates that the deletion or cancellation of a benefit 
claim "may be considered as a showing that the applicant is intentionally waiving the 
benefit claim" such that a later filed petition to accept an unintentionally delayed claim to 
add the benefit claim may be refused "because the delay was not unintentional." No such 
waiver was raised by the December 2, 2004 filing because the Applicants did not cancel 
or delete a properly made priority claim in the manner specified in MPEP 
§201.1 1(III)(G). 
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In this respect, MPEP §201.1 1(III)(G) deals with an applicant that cancels or 

deletes a properly made priority claim and specifically defines how such a cancellation is 

to be effected: 

. . . applicants may cancel their claim to priority by 
amending the specification or submitting a new 
application data sheet (no supplemental declaration is 
necessary) to delete any reference to the prior 
applications. 

As of the December 2, 2004 filing, Applicants did not have a properly made 
priority claim (because the necessary specific reference to the '391 Provisional was 
lacking from the specification and application data sheet) that could be canceled or 
deleted, and the actions taken in the December 2, 2004 filing did not amend the 
specification or submit a new application data sheet as specifically required by MPEP 
§20 1.1 1(III)(G) to cancel a priority claim. Thus, the waiver issue raised by MPEP 
§201.1 1(III)(G) is not implicated here, because Applicants did not cancel the priority 
claim in the manner specified in that MPEP section. 

B. To The Extent Necessary, Applicants Hereby Petition 
Under Rule 183 For The Director To Waive 
The Requirement Of The Rule That The Entire 
Delay In Making The Claim Be Unintentional 

1. The Inventor's Testimony Provides Information As To 
Whether The Delay Was Unintentional 

When questioned in connection with the pending litigation about the inclusion of 
the priority claim to the '391 Provisional in the inventor's declaration that he signed and 
submitted with the present application, the inventor Michael Ellenbogen gave the 
following testimony: 

Q. And when you signed this declaration, did you believe that 
it was a true statement that you hereby claim the benefit of that 
patent application [the '391 Provisional] in the manner set forth 
in this declaration? 
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A. I believed - 1 would have believed at the time that that was 
true. 

Q. Do you still believe that it's true? 
A. I do not. 
Q. Why not? 

A. Because the utility application bears no resemblance to the 
provisional application. 

Q. Are you saying that it was a mistake to put the claim of 
priority to Exhibit 34 [the '391 Provisional] into Exhibit 36 
[the inventor's declaration]? 

A. I'm saying that there is no connection between the utility 
application and the provisional, and I certainly didn't notice 
and, quite honestly, understand the table at the top there. 

Q. Are you saying that it was a mistake to put the claim of 
priority to the provisional patent application into Exhibit 36, 
the declaration? 

A. I am, to the best of my understanding. 

Q. When did you first become aware of that mistake? 

A. I don't recall. 
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Q. Give me your best approximation. 
A. I don't recall. 

Q. Are you able to place it in time in any way whatsoever? 
A. Sometime in 2004, mid 2004. 

In his words above, Mr. Ellenbogen states that when he signed the declaration he 
believed that the statement therein claiming the benefit of the '391 Provisional was a true 
statement, although he states that he later realized (in mid 2004) that it had been a 
mistake to make the priority claim. Thus, from the filing of the application until the 
discovery of the mistake in mid 2004, Mr. Ellenbogen intended to claim priority to the 
'391 Provisional, so that the delay in including the cross-reference in the specification to 
properly effect that priority claim was unintentional from the date the application was 
filed until the mistake was discovered in mid 2004. 

It is requested that the PTO accept the above statement as sufficient under Rule 
78(a)(6)(iii) and waive the requirement therein for a statement that the entire delay was 
unintentional. 

2. The PTO Has The Authority To Make The Requested Waiver 

The Decision notes that the statute - §1 19(e) - restricts the Director to accepting 
only belated submissions of a priority claim that are unintentionally delayed, and that 
this restriction cannot be waived by the PTO. However, it is respectfully pointed out that 
the requirement under Rule 1 .78(a)(6)(iii) that the "entire delay" be unintentional is more 
restrictive than the statute, such that the PTO has the discretion to waive the requirement 
that the "entire delay" be unintentional, and has the authority to accept any submission 
wherein at least a portion of the delay was unintentional. 

In view of the fact that the priority claim was made in the inventors' declaration 
and acknowledged by the PTO, the MPEP (see §201.1 1(III)(D)) makes clear that a later 
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amendment can be accepted as being unintentionally delayed, consistent with the statute, 
without any further showing - that is, no statement is required explaining that the entire 
delay was unintentional. This supports the position that the PTO has the authority to 
waive the requirement for a statement that the entire delay was unintentional. 

3. The Reason For Requiring Promptness In Making The Priority Claim - 
To Ensure Publication Based On The Filing Date of The Earliest Priority 
Application - Is Not Implicated Here Because The Priority Claim Was 
Recognized By The PTO And The Application Published Based Thereon 

As discussed above, the purpose of adding to Rule 78(a)(6) the time limit 
for making a priority claim was to ensure that a priority claim was made with 
sufficient promptness to ensure that the PTO could publish the application about 
eighteen months from the priority date, and to ensure that applicants could not 
manipulate (i.e., by delaying) the publication by belatedly adding a priority claim. 
Here, the priority claim was made in the inventors' declaration as filed and was 
acknowledged on the filing receipt, so that the present application published on 
June 24, 2004, with the publication date being triggered from the October 2, 2002 
filing date of the '391 Provisional, and not the October 2, 2003 filing date of the 
present application. 

Thus, the policy reasons for the prohibition against belatedly adding a 
priority claim are simply not implicated here. It is respectfully asserted that this 
weighs in favor of waiving the requirement for a statement that the entire delay 
was unintentional since the requirement was not meant to prevent the addition of 
a priority claim such as this that has no impact on the timing of the publication of 
the application. 

4. The Request To Waive The Rules Is Made Pursuant To a Court 
Order Solely To Protect The Interests Of a Party That Was Not 
Involved In The Decision To Cancel The Priority Claim Or To 
Delay Its Inclusion In Any Respect 

The addition of the specific reference to the '391 Provisional is sought pursuant to 
a Court order solely for the benefit of a party (L-3 as discussed above) that did not file the 
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application and has not controlled its prosecution. (See the Rule 182 Petition at page 2 - 
"Applicants state that they are 'only submitting the withdrawal documents for the benefit 
of L-3 Delaware [L-3] and not for [their] own interests.'")- Thus, it is respectfully 
asserted that waiver of the rule requiring a statement that the entire delay was 
unintentional is appropriate for the additional reason that it is intended to protect the 
interests of a party that was not involved in the decision to seek to cancel the priority 
claim, and that is in litigation seeking to establish ownership rights in this application. 

L-3 has filed additional applications that claim priority through the present 
application back to the ' 391 Provisional. Thus, L-3 has represented to the Court in the 
pending litigation that its rights may be irrevocably prejudiced if the specific reference to 
the '391 Provisional is not added in the present application to enable L-3 to claim priority 
through the present application back to the '391 Provisional. 

As seen from the foregoing, since the facts of the present application do not 
implicate the policy reasons behind requiring that the entire delay be unintentional and in 
view of the fact that the request is made to protect the interests of a party that was not 
involved in the decision to seek to cancel the priority claim, it is requested that, to the 
extent necessary, the PTO waive the requirement for a statement that the entire delay was 
unintentional. 

C. L-3 Had No Intent To Delay In The Making OF The Priority Claim 
While the assignee of record (Reveal) sought to disavow any benefit claim in the 
6 976 application relating back to the 6 391 provisional, L-3 had no intent to do so and 
would not have disavowed the benefit claim if it had been in control of the prosecution of 
the '976 application at the time the disavowal occurred. If L-3 is finally adjudicated to be 
the owner of the '976 application, then the entire delay in making the priority claim was 
unintentional as to L-3. Once L-3 became aware of the attempt to disavow the priority 
claim, L-3 has worked diligently to ensure that the priority claim is maintained, including 
the seeking and obtaining of the above-referenced preliminary injunction. In view of the 
fact that the request to add the specific reference to the ' 391 provisional is made solely to 
protect the rights of L-3, it is respectfully requested that it is the intent of L-3 that should 
be considered in determining whether the delay was unintentional, such that waiver of the 
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requirement in Rule 78(a)(6)(iii) that the entire delay be unintentional may be 
unnecessary, as the entire delay was unintentional from L-3's perspective. 

III. Conclusion 

As seen from the foregoing, it is respectfully asserted that MPEP §201 .1 1(III)(D) 
controls, such that no petition under Rule 78(a)(6) is required, and it is requested that the 
Office of Petitions clarify that nothing in the Decision should be considered as requiring a 
Rule 78(a)(6) petition or precluding entry of the Supplemental Amendment. In the 
alternative, if the Office believes that a petition under Rule 78(a)(6) is required, it is 
respectfully asserted that all of the conditions for such a petition are met herein and that, 
if necessary, good ground exists for waiving the requirement that the entire delay be 
unintentional in view of the fact that any delay did not impact the publication of the 
application and that the request is made solely to protect the rights of a party that was not 
involved in the decision to cancel the priority claim. 

The Commissioner is hereby authorized to charge any fees that may be due, or 
credit any overpayment of same to Deposit Account No. 23/2825. 



Respectfully submitted, 

L-3 Communications Security and 

Detection Systems, Inc. 




Richard F. Giunta, Reg. No. 36,149 
Wolf, Greenfield & Sacks, P.C. 
600 Atlantic Avenue 
Boston, Massachusetts 02210-2211 
Telephone: (617) 720-3500 



Date: July (J ,2005 
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